THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL

! Application for patent filed Septenber 23, 1992.
According to appellants, the application is a continuation of
Application 07/472,064, filed January 31, 1990, now abandoned.
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This is a decision on the appeal under 35 U S.C. § 134
fromthe examner's rejection of clains 1-6, 8, 10-19, 22, 24,
26-29, 34 and 35, which constituted all the clainms remaining in
the application. An anmendnent after final rejection was filed on
Sept enber 26, 1994 and was entered by the examner. This
amendnent cancelled claim26 so that it is not part of this
appeal .

The clained invention pertains to an apparatus and net hod
for retrieving data froma system nenory during a burst node of
operation of a m croconputer.

Representative claim1l is reproduced as foll ows:

1. A mcroconputing system conpri sing:

a host bus;

a mcroprocessor, coupled to the host bus, the
m croprocessor having a burst node in which the m croprocessor
engages in high speed consecutive data transfers;

a system nenory, coupled to the host bus, the system nenory
being in electrical conmmunication with said m croprocessor
t hrough the host bus, the systemnmenory including a plurality of
system nenory data busses coupled to a plurality of bidirectional
| atching transcei vers, each system nenory data bus being directly
coupled to the host bus through an associ ated bidirectional
| at ching transceiver fromthe plurality of bidirectional |atching
transcei vers; and

system nenory controller neans, coupled to the host bus and
to the system nmenory, for generating control signals and for
generating second addresses corresponding to data storage
| ocations to be accessed in the system nenory during the burst
node after receipt of a first host address fromthe
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m croprocessor, wherein data is obtained fromthe system nmenory
at the data storage | ocations accessed by the second addresses
and a data storage |ocation accessed by the first host address
and wherein the control signals include |atching control signals
whi ch control latching of the plurality of bidirectional |atching
transceivers whereby data is |latched fromthe plurality of system
menory data busses directly to the host bus.

The exam ner relies on the follow ng reference:

Kronstadt et al. (Kronstadt) 4,725, 945 Feb. 16, 1988

In the final rejection, sone of the pending clainms were
rejected under 35 U.S.C. § 102(b), and the remaining clains were
rejected under 35 U S.C. 8§ 103. In the exam ner’s answer, the
exam ner withdrew the rejection of the clains under Section 102,
and the exam ner indicated that all the pending clains were now
rejected on a single basis under Section 103. Consequently,
clains 1-6, 8, 10-19, 22, 24, 27-29, 34 and 35 now stand rejected
under 35 U.S.C. 8 103. As evidence of obviousness the exam ner
of fers Kronstadt taken al one.

Rat her than repeat the argunents of appellants or the
exam ner, we nmake reference to the briefs and the answers for the
respective details thereof.

OPI NI ON

We have carefully considered the subject matter on

appeal , the rejection advanced by the exam ner and the evi dence

of obviousness relied upon by the exam ner as support for the
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rejection. W have, |ikew se, reviewed and taken into
consideration, in reaching our decision, the appellants’
argunents set forth in the briefs along wwth the examner's
rationale in support of the rejection and argunents in rebuttal
set forth in the exam ner's answers.

It is our view, after consideration of the record before
us, that the collective evidence relied upon and the |evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as set
forth in clainms 1-6, 8, 10-19, 22, 24, 27-29, 34 and 35.

Accordi ngly, we reverse.

In terns of the grouping of clains, appellants have only
presented argunments with respect to the three independent clains
1, 13 and 34. Therefore, we will consider each of the
i ndependent cl ains separately for patentability. The dependent
claims will stand or fall with the independent claimfrom which

they respectively depend. See In re King, 801 F.2d 1324, 1325,

231 USPQ 136, 137 (Fed. GCr. 1986); In re Sernaker, 702 F.2d 989,

991, 217 USPQ 1, 3 (Fed. Gir. 1983).
In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine, 837
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F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). 1In so
doi ng, the exam ner is expected to nmake the factual

determ nations set forth in G.ahamv. John Deere Co., 383 US. 1

17, 148 USPQ 459, 467 (1966), and to provide a reason why one
having ordinary skill in the pertinent art would have been led to

nodi fy the prior art

or to conbine prior art references to arrive at the clai ned
i nvention. Such reason nmust stem from sone teachi ng, suggestion
or inplication in the prior art as a whole or know edge general |y

avai l abl e to one having ordinary skill in the art. Uniroyal Inc.

v. Rudkin-Wley Corp., 837 F.2d 1044, 1051, 5 USPQ2d 1434, 1438

(Fed. Cir.), cert. denied, 488 U S. 825 (1988); Ashland G 1, Inc.

v. Delta Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ

657, 664 (Fed. Cir. 1985), cert. denied, 475 U. S. 1017 (1986);

ACS Hospital Systens, Inc. v. Montefiore Hospital, 732 F.2d 1572,

1577, 221 USPQ 929, 933 (Fed. Cir. 1984). These showi ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Gr.

1992) .
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As indicated by the cases just cited, the exam ner has at
| east two responsibilities in setting forth a rejection under 35
US C 8 103. First, the examner nust identify all the
di fferences between the clainmed invention and the teachi ngs of
the prior art. Second, the exam ner nust explain why the
identified differences would have resulted from an obvi ous

nodi fication of the prior art.

Wth respect to independent claim1, the exam ner has
read the claimon Kronstadt, and has concluded that the only
di fference between claim1l and Kronstadt is that Kronstadt does
not specifically teach using bidirectional |atching transceivers
[answer, page 7]. The exam ner asserts that the bidirectional
buffers of Kronstadt are well known equival ents of bidirectional
| atching transcei vers, and the exam ner naintains that the
substitution of one for the other would have been obvious to the
artisan. Appellants argue that there are several other
di fferences between claim 1l and Kronstadt which have been ignored
by the examner. W wll consider each of these alleged
differences in turn and the argunents of the exam ner in support

of the concl usi on of obvi ousness.
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The first difference between claim 1l and Kronstadt argued
by appellants is the clained plurality of system nenory data
busses. According to appellants, Kronstadt discloses a nenory
wth only a single data bus [reply brief, page 3]. The exam ner
argues that system busses are not typically the connections to
the menmory chips, and the clainmed recitation would be an inherent
property in Kronstadt in any case [supplenental answer, page 8].
The exam ner al so asserts that the clainmed plurality of system
menory data busses is functionally equivalent to the system data
bus of Kronstadt [supplenental answer, page 9]. W agree with
appel lants on this point.

The busses of claim1 are not recited sinply as system

busses, but rather, as system nenory data busses. Thus, the
busses of claim 1l nmust be distinguished frombusses used for
address or control information. The data in appellants’ FIG 3
is latched froma plurality of data busses [busses 342, 344, 346
and 348]. The data in Kronstadt is shown as being sent on a
single data bus and it is the address information which routes
this single bus of data. There is sinply no suggestion in
Kronstadt that the systemnenory includes a plurality of system
dat a busses, and the examner’s contention that this feature is

i nherently present in Kronstadt is not only unsupported by the
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record in this case but appears to be an erroneous finding as
well. The only plural data busses in Kronstadt are those busses
bet ween the nenory banks 16 and the d-cache 24. These busses,
however, would not be considered system data busses as used in

t he cl ai m because they are internal to the external nenory.

Addi tionally, whether the single data bus of Kronstadt functions
equivalently to the clained plurality of system data busses is
not a valid basis per se to assert obviousness. Thus, the

exam ner’s finding that Kronstadt teaches the clained plurality
of system nenory data busses is not supported by the record in

thi s case.

Appel l ants al so argue that Kronstadt does not teach the
clainmed plurality of bidirectional l|latching transceivers as
recited in claiml1l. According to appellants, Kronstadt teaches
only a single latch [26] as shown in FIG 4. The exam ner argues
that the latch of Kronstadt is “equivalent to the connectivity of
el ement 32 [sic] of Figure 3 of the present invention”

[ suppl emental answer, page 10]. The exam ner al so asserts that
i ndividually associated | atches would be inherently present in

Kronstadt. W agree wth appellants for basically the sane
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reasons di scussed above with respect to the plurality of data
busses.

Al t hough we can agree with the exam ner that the artisan
woul d have recogni zed the obvi ousness of using bidirectional
transceivers in place of bidirectional buffers, we cannot agree
with the exam ner that Kronstadt in any way suggests using a
plurality of buffers or tranceivers for the latching of data. As
not ed above, Kronstadt shows only a single data |ine feeding
either latch 26 of FIG 4 or buffers 32 of FIG 5. There is no
support for the exam ner’s assertion that the clainmed plurality
of bidirectional |atching transceivers is inherently suggested by
t he teachi ngs of Kronstadt.

Appel  ants argue that Kronstadt does not teach a system
menory controller which generates addresses in the manner recited
inclaiml [reply brief, page 4]. The exam ner argues that
Kronst adt teaches a system nenory controller 18 as shown in FIGS.
1, 3 and 4. Wth respect to the specific addressing arrangenent
recited in claiml1, the exam ner maintains that the pipelining
operation of Kronstadt neets the addressing arrangenment of claim
1. In our view, although Kronstadt does broadly teach a system
menory controller, there is no suggestion in Kronstadt for the

functions perfornmed by this elenent as recited in claiml.
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We are unable to follow the exam ner’s reasoning that the
addressing schenme of claim1l is necessarily nmet by the pipeline
processi ng of Kronstadt. The exam ner has found equi val ence
bet ween the burst node transfer of data and the pipelining of
Kronst adt [suppl enental answer, page 8]. W see no reason why
the menory control ler of Kronstadt woul d have to generate any
addresses in addition to those received fromthe host processor
in pipelined fashion. |In fact, the generation of “REAL ADDRESS’
between the CPU 10 and the nenory controller 18 of Kronstadt
woul d suggest that the nmenory control |l er does not generate
addi tional addresses. There is no evidence in the record of this
case that any generation of second addresses is required in the

operation of the Kronstadt nenory.

In summary, there are several differences between the
recitations of claim1l1l and the teachings of Kronstadt which have
been asserted by appellants as patentably distinguishing over the
reference. The exam ner has basically dism ssed all these
differences as being inherent, equivalent or sinply obvious. The

record does not support the examner’s findings. Therefore, we
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find appellants’ argunents nore persuasive than the exam ner’s
argunments. Although there is a certain simlarity between the
el ements nanmed in Kronstadt and the elenents of claim1, the
exam ner has not addressed all the limtations recited in the
claim Accordingly, we do not sustain the rejection of claiml
as unpatentabl e over the teachings of Kronstadt. Since clains 2-
6, 8 and 10-12 depend fromclaim1l, we also do not sustain the
rejection of these clains.

Al t hough appel | ants have argued i ndependent clains 13 and
34 separately, we note that clains 13 and 34 contain the sane
limtations discussed above with respect to claim11 and that the
exam ner lunped these clainms with claim1l in explaining the
rejection. Since the exact sane issues are presented for
resolution with respect to clains 13 and 34, we do not sustain
the rejection of these clainms for the same reasons di scussed
above.
Since clains 14-19, 22, 24, 27-29 and 35 depend from one of these

clains, we also do not sustain the rejection of these clains.

In summary, we have not sustained the exam ner’s

rejection of any of the clainms on appeal before us. Therefore,
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t he decision of the exam ner rejecting clains 1-6, 8, 10-19, 22,

24, 27-29, 34 and 35 is reversed.

REVERSED

JAMVES D. THOVAS
Adm ni strative Patent Judge

JERRY SM TH
Adm ni strative Patent Judge

JAMVES T. CARM CHAEL
Adm ni strative Patent Judge
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